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Frep GRETSCH MANUFACTURING CoMPANY v. MicHAgEL E. ScHOEN- 
ING AND Duprey Fie_tp MALoNE, as COLLECTOR, ETC. 


United States Circuit Court of Appeals 
Second Circuit, December 12, 1916 


1, TrapE-Marks—INFRINGEMENT—W HAT ConsTITUTES. 

It is not an infringement of a trade-mark to sell the genuine 
goods identified by the mark so marked. 

2, Trape-Marks—INFRINGEMENT—WHatT CoNnsTITUTES. 

Where a foreign manufacturer grants an agent in this country ex- 
clusive rights in the sale of the commodity manufactured by him and 
sanctions the registration of his trade-mark in this country in the name 
of the agent, such agent may not, by section 27 of the act of 1905, pre- 
vent others from importing and selling under his registered trade- 
mark the genuine goods of the foreign manufacturer. 


On appeal from an order granting a preliminary injunction. 
Affirmed. 

For the opinion of the lower court, see 6 T. M. Rep., 224. See, 
also, note thereto appended. 

Isaac B. Owens, for complainant-appellee. 

Kenyon & Kenyon, for defendant, Schoening. 

H. Snowden Marshall, U. S. attorney, for defendant, Malone. 


Before Coxe, Warp and Rogers, Circuit Judges. 


Warp, Circuit JupGe: This is an appeal from an order of 
Judge Hough granting a preliminary injunction requiring the de- 
fendant Schoening to withdraw his notice of ownership of the trade- 
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mark “Eternelle” filed with the Department of the Treasury under 
Sec. 27 of the Act of February 20, 1905, so far as it applies to 
violin strings manufactured under that name by C. A. Mueller in 
Germany, and enjoining the defendant Malone, Collector of the 
Port of New York, from longer detaining the violin strings manu- 
consigned to the 


, 


factured by Mueller under the name “Eternelle,’ 
complainant, and requiring him to deliver the same to the complain- 
ant. 

It appears that for many years past C. A. Mueller of Unter- 
wiesenthal, Saxony, Germany, has manufactured and sold violin 
strings identified by the trade-mark “Eternelle.” Defendant 
Schoening manufactures no strings but has the exclusive agency for 
the sale of Mueller’s strings in the United States and on or about 
July 14, 1908, with Mueller’s approval, registered the word “Eter- 
nelle’ as a trade-mark belonging to him in the United States Patent 
Office, which registration he filed with the Department of the Treas- 
ury. 

July 7, 1915, the complainant purchased a package of Mueller’s 
genuine “Eternelle” violin strings in Germany, which are the strings 
consigned to him now in the possession of the defendant Malone 
and which he as Collector of the Port refuses to permit to be en- 
tered. 


It is said that there is no proof that the strings in question 
were made by Mueller but under all the circumstances of the case 
we think it is sufficiently established. 

Sec. 27 of the Act of 1905 is as follows: 


“That no article of imported merchandise which shall copy or simulate 
the name of any domestic manufacture, or manufacturer or trader, or of 
any manufacturer or trader located in any foreign country which, by treaty, 
convention, or law affords similar privileges to citizens of the United States, 
or which shall copy or simulate a trade-mark registered in accordance with 
the provisions of this act or shall bear a name or mark calculated to induce 
the public to believe that the article is manufactured in the United States, 
or that it is manufactured in any foreign country or locality other than 
the country or locality in which it is in fact manufactured, shall be ad- 
mitted to entry at any custom-house of the United States; and, in order to 
aid the officers of the customs in enforcing this prohibition, any domestic 
manufacturer or trader, and any foreign manufacturer or trader, who is 
entitled under the provision of a treaty, convention, declaration, or agree- 
ment between the United States and any foreign country to the advantages 
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afforded by law to citizens of the United States in respect to trade-marks 
and commercial names, may require his name and residence, and the name 
of the locality in which his goods are manufactured, and a copy of the 
certificate of registration of his trade-mark, issued in accordance with 
the provision of this Act, to be recorded in books which shall be kept for 
this purpose in the Department of the Treasury, under such regulations 
as the Secretary of the Treasury shall prescribe, and may furnish to the 
department facsimiles of his name, the name of the locality in which his 
goods are manufactured, or of his registered trade-mark; and thereupon 
the Secretary of the Treasury shall cause one or more copies of the same 
to be transmitted to each collector or other proper officer of customs.” 


Before the passage of this act it was the law of this circuit 
that it was not an infringement of a trade-mark to sell the genuine 
goods identified by the mark so marked. Exactly that thing was 
held by Judge Wallace in A pollinaris Co. v. Shearer, (27 Fed. Rep. 
18). The company had the sole agency for the sale of Saxlehner’s 
Hunyadi Janos water in the United States and registered the name 
as a trade-mark in the Patent Office. Shearer, the defendant, bought 
the genuine water in Europe, imported it to the United States and 
sold it under that name. This was held not to be an infringement 
of the company’s rights. So, in Russia Cement Co. v. Frauenhar, 
(133 Fed. Rep. 518), the defendant bought the complainant’s glue 
in barrels and then bottled it with a label describing it as the com- 
plainant’s glue bottled by the defendant. This was held to be fair 
competition. The rationale of both decisions is that the defendant 
in each case was selling the genuine article identified by the trade- 
mark and the public was not misled, but was getting exactly what 
it paid for. These decisions, however, were made before the 
act in question was passed. Assuming that Congress could protect 
the owner of a registered trade-mark against the importation by 
third parties of the genuine article under that trade-mark, has it 
done so? We think not. The act prohibits the entry of imported 
merchandise which shall “copy or simulate” a trade-mark regis- 
tered under it. The obvious purpose is to protect the public and 
to prevent anyone from importing goods identified by their regis- 
tered trade-mark which are not genuine. In this case, however, the 
imported goods were the genuine article identified by the trade- 
mark. We assume that Schoening has a valid trade-mark, even 
if he does not manufacture the strings, Menedez v. Holt, (128 U. S. 
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514), applying to the whole of the United States and still are of 
opinion that it is not infringed by one who buys in Germany the 
genuine article identified by the trade-mark, imports it into the 
United States and sells it so marked here. 

The decree is affirmed. 


Jacop JOHANNES HASsLINGHUIS, ET AL., TRADING AS JOHN DE 


Kvuyper & Son v. P. Harrineton Sons 


United States District Court 
District of New Hampshire, November 29, 1916 


1. TrapE-Marks—INFRINGEMENT—INJUNCTION. 

Where the size, shape, form and general appearance of the de- 
fendants’ label, combined with the size, shape and dress of their bottle, 
are well calculated to mislead the purchasing public, an injunction in 
favor of the plaintiff should issue. 

2. Unrarr Competition—AccounTING—DaAMaAGEs. 

Where the proofs of infringement and unfair competition are 
limited to one sale, the accounting and damages to which plaintiff is 
entitled will be limited to that sale, unless plaintiff makes out a case 
for further inquiry. 


In Equity. On final hearing. Decree for plaintiff. 


Macleod, Calver, Copeland & Dike, of Boston, Mass., for com- 
plainants. 
P. H. Sullivan, of Manchester, N. H., for defendants. 


AvpricH, J.: I think the proofs in this case are such as to justify 
a decree for an injunction and for ordinary damages, but I see noth- 
ing to justify triple damages. 


The plaintiffs’ trade-marks are shown by a certain heart shaped 
label used for the sale of their gin, known as the “Genuine Hollands 
Geneva.” It is a label of long standing and use, and has been sev- 
eral times copyrighted for the protection of the plaintiffs’ trade. 
There is no occasion for particularly describing it, because a copy 
is attached to the bill of complaint. 


The size, shape, form, and general appearance of the de- 
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fendants’ label, combined with the size, shape, and dress of their 
bottle, are well calculated to mislead the casual buyer, and such as 
do not carefully read, into thinking that they are getting the plain- 
tiffs’ “Geneva Gin” which has been a long time upon the markets, 
and advertised through the instrumentality of their copyrighted 
trade-mark, and I do not think that the detailed dissimilarities 
claimed by the defendants in respect to names only are a sufficient 
answer to the claim of the plaintiffs, that the defendants’ bottle and 
label are in similitude with theirs. The two labels are strikingly 


y NUL ip “LA, L NURS ies 


enna | - GENEVA 


alike in their general appearance, and so much so as to justify a find- 
ing that the defendants adopted the plaintiffs’ label, making detailed 
changes in the name only, and the shape, size, and dress of the 
plaintiffs’ bottle for the purpose of leading members of the public 
into buying the Harrington Gin, thinking it was the plaintiffs’ 
Geneva Holland Gin. 

Now, as to the other branch of the case in which the plaintiffs 
claim that the defendants are in unfair competition. In view of 
what has already been found as to infringement, it would follow, of 
course, that the defendants are in unfair competition to the extent 
that the proofs show that they were in trade using the label com- 
plained of. 

The proofs, however, are limited to one sale of five bottles, 














6 SEVEN TRADE-MARK REPORTER 





and that there were other bottles on the shelves bearing the plain- 
tiffs’ label, and bottles bearing the defendants’ label. 

It results from the foregoing findings that the plaintiffs are 
entitled to an injunction and an accounting, and it apparently mat- 
ters little whether the accounting under the proofs comes under the 
findings of infringement, or that of unfair competition. If the ac- 
counting is to be under infringement, including the one sale, it 
would be based upon damages resulting from such sale, and while 
the one sale and the circumstances in the case may quite likely sus- 
tain the claim of unfair competition to the extent of the proofs, it 
does not necessarily follow that the case would be sent to a master 
for an accounting. For aught that appears in this case there may 
have been only one sale, and the bottles with the different labels 
may have been placed on the shelves on the day of the sale. If the 
damages under either theory of the plaintiffs’ case are to be ascer- 
tained from the proofs it could be easily done by the court, because 
the question of accounting would be very narrow and very simple, 
and while I have no question of the authority of the court in a case 
of this kind to appoint a master, I doubt as to the wisdom of doing 
that, particularly in view of the fact that the plaintiffs urge it in 
order that they may enter upon an examination of the defendants’ 
business. While not doubting the power to do it, the power is 
exercised under discretion, and it does not seem justifiable to exer- 
cise such discretion under the circumstances of this case and upon 
proof of a single sale. 

The plaintiffs may have an injunction against the defendants 
using the heart-shaped label in similitude to that of the plaintiffs’, 
and an accounting before me on the question of damages, and the 
inquiry will be limited to the sale proven unless the plaintiffs make 
out a case for inquiry in respect to further damages. 
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Waves & Co. v. INTERNATIONAL MANuFACTURERS AGENCY, INC. 


United States District Court 
Southern District of New York, December 8, 1916 


. Trape-Marks—TitLE—CANCELLATION. 

Where a foreign manufacturer establishes in this country an un- 
interrupted and open prior use of a trade-mark, he is entitled to pro- 
tection against a later user. The court may order cancelled the regis- 
tration of the mark by a later user in the United States Patent Office. 

2. Trape-Marxs—ReEcistratioN—EFFECctT. 

Registration confers no right and limits none; it is a mere pro- 
cedural advantage depending upon common law ownership, which can 
exist quite as well without it. 

3. TrapE-Marxs—Use—Wuart Constitutes. 

Where the trade-mark is the representation of a globe, the use of 
a hemisphere will constitute use of the trade-mark since the hemisphere 
would in any event indicate a globe and would be considered an in- 
fringement of a globe if used by a competitor. 


In Equity. On final hearing. Decree for plaintiff. 


Harry D. Nims, for plaintiff. 

Louis S. Posner, for defendant. 

This is the usual suit for an injunction and accounting under 
the Trade-Mark Registration Act. The bill also asks for cancella- 
tion of the defendant’s mark in so far as it conflicts with its own. 
The plaintiffs are aliens doing business in Austria and the de- 
fendant is a corporation, a citizen of New York. 

On November 1, 1910, the plaintiffs obtained a registered trade- 
mark for snap buttons used as garment fasteners, which consisted 
of a plane representation of the western hemisphere with parallels 
and meridian. They asserted that this had been used in their Aus- 
trian business since July, 1905, and had been registered in Austria. 

The defendant was incorporated early in September, 1912, but 
began to do business some time before, just when it is not certain. 


They adopted for their trade-mark a globe having a plane repre- 


sentation of the Atlantic Ocean with the continents on either side, 
at the top of which was an airship, at the center a steamer, and at 
the bottom a train of cars. On October 19, 1915, they obtained a 
trade-mark for this to be used on dress shields, snap fasteners, cor- 
set laces, celluloid thimbles, finger shields and collar supports. 
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Above the globe was the word “Eymay.” The business of the de- 
fendant is the sale of the articles mentioned in the registration and 
of notions generally. 

Snap fasteners are sold in two ways, by the dozen on cards and 
fastened into a tape which is reeled. The plaintiffs have used a 
great many different kinds of cards in this country, but by far 
the largest is a card going by the name of ‘‘Koh-i-noor” in dark blue. 
An insignificant detail of this card printed in gold is the globe, 
which is the registered trade-mark. It is so printed, however, that 
the ordinary observer would hardly be able to pick it out without 
much attention, for the color of the gold is very little distinguished 
from the dark blue, and there are many other confusing features. 
The tape fasteners sold by the plaintiff are on a reel, which does 
not contain the trade-mark at all. Defendant sells its fasteners on 
a card, on which it does not use any representation of a globe; but 
it also sells tape fasteners, both on a reel and in a yellow box. On 
the front of the yellow box it uses its trade-mark of the globe with- 
out the word “Eymay,’ and it puts a paper. band around the reel 
containing its full trade-mark. It is these two uses of which the 
plaintiff complains. 

On the trial the evidence was excluded of the use of the plain- 
tiff’s trade-mark in Europe, it appearing that over the whole con- 
tinent of Europe the globe had been widely used, and the court 
confined the plaintiff to its use in the United States. The plaintiffs 
then showed that the ‘““Koh-i-noor” mark had been used in enormous 
quantities since the year 1909, over twenty millions in all having 
been sold, although the business had fallen off greatly since the 
beginning of the Great War. They also showed that a card called 
the “Rival” had been sold in large quantities, eighteen hundred 
thousand in all, since the year 1909. This card had the upper half 
of the plaintiffs’ trade-mark at the top of the card. It then showed 
some thirteen other cards which had been used in small quantities, 
being shipped over to this country in nothing like the amount of 


the ‘“‘Koh-i-noor” or even-the “Rival.” The user of these cards is as 
follows: 
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Name of card Number of cards used When sold 


Koh-i-noor 8536 From Mar. 13, 1914 to June 16, 1916. 
Koh-i-noor (No. 9) 3600 “ Apr. 27, 1914 to Mar. 26, 1915. 
Best Quality 7902 Aug. 8, 1912 to Apr. 21, 1913. 
Corso (White card) 7560 July 19, 1913 to July 17, 1914. 
Corso (Green card) 15684 May 3, 1915 to Oct. 6, 1915. 
Queen 19656 Mar. 28, 1912 to June 6, 1913. 
Zeppelin 3572 Mar. 15, 1912 to May 15, 1913. 
London 960 Apr. 15, 1915. 

Conqueror 45300 Apr. 7, 1915 to Aug. 3, 1915. 
Noblem 11928 Apr. 12, 1915 to Apr. 13, 1915. 
Record 488 Aug. 27, 1915. 

Mignon 45856 July 13, 1915 to Oct. 6, 1915. 
Atlas 40555 Apr. 14, 1915 to Oct. 6, 1915. 


It also showed large and continuous advertising since 1909, in 
which the globe played a conspicuous part. In October, 1913, the 
plaintiffs objected to the use of the defendant’s mark upon snap 
fasteners, but the defendant refused to accede to their claim. 


Learnep Hanp, D. J.: I think that there is enough proof 
in the case of a user antedating the defendant’s user to support the 
plaintiffs’ claim of a trade-mark, without considering the “Koh-i- 
noor’”’ user, or the question of law raised by the foreign user with 
local registration. The earliest use, besides the “Rival” card and 
the “Koh-i-noor,” is that of the Zeppelin card, which began on March 
15, 1912, consisted of seven separate invoices, and amounted in all 
to 2,136 cards before September 1, 1912. The next use was of the 
“Queen” card, beginning March 28, 1912, and amounting to 14,- 
168 before September 1, 1912, in thirty-two separate invoices. 
Finally there is the “Best Quality” use beginning on August 8, 1912, 
and consisting of four separate invoices amounting to seven hundred 
twenty cards before September 1, 1912. The defendant’s use can- 
not with certainty be dated before September 1, 1912, but possibly 
it may have run back to June 1, 1912. In the latter event we should 
have three invoices of “Zeppelin,” aggregating 1,048 cards and thir- 
teen invoices of “Queen” aggregating 4,164 cards antedating it. The 
use thus begun in March 15, 1912, continued without any break 
up to June of this year in the sales of “Koh-i-noor” (Exhibit A). 
Various forms were used aggregating the very substantial total of 
211,597, and in every case the trade-mark was a substantial feature 
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of the card, striking in its position and distinctiveness against the 
background. But the effective user does not stop there because of 
the “Rival” card (Exhibit three); one million eight hundred thou- 
sand have been sold from 1909 to the present time. This card 
shows in the most conspicuous way the upper half of the hemisphere, 
and so far as that one-half can constitute a user it is such, That 
question I shall consider later, assuming for the present that it is to 
be included. 

Thus we have a total user of about one-eleventh of the whole 
output of the plaintiffs’, antedating the defendant’s user, uninter- 
rupted and open. It is idle to speak of such a user as casual or 
sporadic in the sense that it is used in such cases as Menendez v. 
Holt, (128 U. S. 514), Brower v. Bolton, (58 Fed. R. 888), or 
Kohler Mfg. Co. v. Beeshore, (59 Fed. R. 575), where the name 
was used off and on, for a single shipment, or for a short period, 
and then abandoned. This had been a foreign mark of the plaintiffs 
and they had always intended to use it on all their goods. Indeed, 
the only possible ground on which the defendant can stand is that 
the plaintiffs failed unintentionally in the “Koh-i-noor” card because 
the globe is too small and its gold color is not a sufficiently distinctive 
feature. The intention to use their mark on that card is apparent 
enough and the only exception throughout the case is the instance 
of “Revol” (Exhibit 12) and the “Revol” tape (Exhibit B). 

If we were to disregard the “Rival” card it is true that the use 
would be small and would antedate the defendants by only a few 
months. In considering that question I shall not determine whether 
a mere claim of trade-mark by an alien, who has used it abroad, 
when the mark is fanciful and arbitrary, and is enough to reserve 
the field for a while and keep others off. I shall on the con- 
trary assume that the “ownership” of the mark depends solely upon 
user. Yet it is the priority of user alone that controls even though 
when the defendant comes into the field it may not be fully estab- 
lished, or may not even be enough established to have become as- 
sociated largely in the public mind with the plaintiffs’ make. 
(Kathreiner’s Malzkaffee Fab. Co. v. Pastor Kneipp Medical Co., 
82 Fed. R., 321, Thomas Carroll & Son Co. v. McIlvaine & Bald- 
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win, 183 Fed. R., 22, Baker v. Delapenha, 160 Fed. R., 746). Were 
it not so, it would be of extreme difficulty to show at just what point 
in time the mark became associated with the maker in enough of 
his customers’ minds to justify the inference that the defendant’s 
use might have become confusing. ‘Therefore, once his use begins, 
the rest of the public must avoid his fanciful mark. 

Hence the user here would be enough even though the “Rival” 
cards were disregarded, because we have an earlier use of the mark, 
continuous and substantial, to which no objection can possibly be 
taken. I do not, however, believe that the “Rival” cards should be 
thrown out of consideration. That question turns upon whether the 
use of half a hemisphere is enough like the use of the plane globe 
to identify the goods as belonging to the same maker. I cannot see 
why not. In several of the other cards the base of the globe is 
more or less cut off, but no one would question that enough is left 
clearly to indicate that the globe is portrayed. I cannot see what 
difference it makes how much of the globe is shown, so long as there 
be enough to put it beyond doubt that a globe is meant. Sometimes 
people like to represent the globe as floating amid clouds which 
conceal a substantial part of the hemisphere. It would, I think, be 
absurd to say that such a user was not the user of the globe itself. 
There is certainly no rule of rigidly undeviating similarity in the 
user of the mark. Such notions lose sight of the whole underlying 
theory of the matter, which, it cannot be too often repeated, is that 
the mark is only a representation and will represent as far as it is 
recognized as identical with what has become familiar. People 
sometimes talk as though registration put some rigid limitation on 
user, but I know of none such. Registration confers no right and 
limits none; it is a mere procedural advantage, depending upon com- 
mon law “Ownership” which can exist quite as well without it. In 
a case like this where the jurisdiction of the court does not depend 
upon it, it gives scarcely any advantage of any sort, except under 
section sixteen. It is not like the issuance of a patent, the condition 
and the limitation of the owner’s rights. 

Now no one can doubt that the half hemisphere on the “Rival” 
card, being so distinctive as it is, indicates the globe and only that, 
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and no one can doubt that to minds accustomed to an association of a 
half hemisphere with these fasteners, the full representation of a 
globe would carry out that association. If indeed the only use of 
the mark had been a half hemisphere, I should not hesitate to hold 
it infringement to use the whole. For the same reason I do not 
hesitate to include within the actual user of the mark such a user as 
the “Rival” card presents. 

As to the “Koh-i-noor” card itself, I am of the same opinion 
as Judge Hough was on the preliminary injunction, i. e., that it oc- 
cupies too insignificant a place in the total make-up to serve as a 
trade-mark. No one could have been present at the trial and failed 
to be impressed with the genuine difficulty of the witness Arnold 
in picking out that feature. But this “Koh-i-noor” card is effective 
evidence against abandonment, for it shows an honest intent to use 
the mark, though it be not effective to establish the mark itself. 

An injunction will go against the use of the globe on all pack- 
ages of reels containing snap fasteners, and the motion will be 
granted to cancel the defendant’s registration as applied to such 
goods. The decree will include damages and costs. 









Wa ter M. Steppacuer & Bros., Inc. v. Karr 
(236 Fed. Rep., 151) 


United States District Court 
Eastern District of Pennsylvania, October 13, 1916 


1. TrapE-Marks—INFRINGEMENT—INJUNCTION. 
Where defendant’s trade-mark is a colorable imitation of the plain- 


tiff’s, an injunction may issue without proof of actual deception of the 
purchasing public. 


2. Trape-Marks—Conr LicTinc Marks. 
The word “Emerald” in Roman or block type does not conflict 
with the word “Emery” in slanting script, merely because the first four 
letters of each word are identical. 


In Equity. On final hearing. Decree for plaintiff. 


E. Hayward Fairbanks and J. Bonsall Taylor, both of Phila- 
delphia, Pa., for plaintiff. 
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Furth, Singer & Bortin, of Philadelphia, Pa., for defendant. 


THompson, District Judge. The bill charges infringement 
of the plaintiff's trade-mark registered January 21, 1913, under Act 
Feb. 20, 1905, c. 592, 33 Stat. 724, and prays for an injunction and 
accounting of profits and damages. The facts are as follows: 

The plaintiff is a corporation organized in May, 1914, and is 
engaged in the business of manufacturing and selling shirts. The 
business was established in 1879 by Walter M. Steppacher, who 
manufactured and sold shirts under the trade-mark “Emery.” Wal- 
ter M. Steppacher, upon May 12, 1891, obtained registration of the 
trade-mark “Emery” in the following form: 

And in his declaration it is stated that the 

—————_ style of lettering is unimportant, and that the es- 

sential feature of the trade-mark is the word 

Ome “Emery.” Walter M. Steppacher was succeeded 

-——;_in business by the firm of Walter M. Steppacher 

& Bro. That firm, after the passage of the 

Trade-Mark Act of February 20, 1905, under date of September 

19, 1912, made application for and obtained registration of the 

word “Emery” as a trade-mark for dress and negligee shirts in the 
form shown in the accompanying drawing as follows: 

They set forth in their statement that they 


were the owners of the previous trade-mark 
Gmery, registered by Walter M. Steppacher, and stated 
that the trade-mark is applied or affixed to the 


goods by being woven into fabric which is at- 

tached to the same, by printed labels on which the trade-mark is 
shown, and by being printed on boxes and wrappings for the goods. 
The plaintiff, Walter M. Steppacher & Bro., Inc., since its in- 
corporation has acquired the business, good will, and business prop- 
erty of Walter M. Steppacher & Bro., including by duly recorded as- 
signment, the title to the registered trade-mark No. 89,963 for 
“Emery.” The business of the plaintiff's predecessor, Walter M. 
Steppacher, in the manufacture and sale of shirts under the trade- 











14 SEVEN TRADE-MARK REPORTER 





mark “Emery,” amounted in the first year to approximately $30,000. 
The business has increased until during the year 1914 the plaintiff 
transacted business approximating $1,000,000. It has spent dur- 
ing the 5 years preceding the filing of the bill $100,000 in advertis- 
ing “Emery” shirts in magazines and trade journals, and, during the 
36 years since the business was commenced, it and its predecessors 
have expended approximately three-quarters of a million dollars in 
advertising and introducing the “Emery” shirts. The plaintiff and 
its predecessors have always employed the trade-mark “Emery” as 
it appears on the trade-mark registration; that is, formed in script 
and with a slant, as appears in the drawing accompanying the 
registration. The label is attached to the yoke of the shirt. The 
trade-mark “Emery” has been used in the plaintiff’s advertisements 
in the Saturday Evening Post, Collier’s, and other magazines, in 
lettering in the same form of script, and with the same slant, as in 
the registration, accompanied by various printed matter and _ il- 
lustrations representing shirts of the plaintiff’s manufacture. 

The defendant has been conducting the business of manu- 
facturing shirts in Philadelphia since January 1, 1913. Some 
time during the year 1913 he began attaching to the yoke of 
the shirt a label containing the word “Emerald” in the following 
form: 

Frank C. Brooker, one of the plaintiff's 
sales agents, some time prior to October, 1913, Emerald, 
saw in a store in Germantown a shirt manu- 
factured and sold by the defendant with the 
above-described label upon its yoke, and, during the summer of 
1914, Walter M. Steppacher saw in a store in Atlantic City a shirt 
manufactured and sold by the defendant with a similar label. 

The defendant was thereupon notified by the plaintiff of its al- 
leged exclusive rights to the word “Emery.” The defendant there- 
upon, before suit was brought, changed the form of lettering of the 
label “Emerald” from script to block and continued to mark the 


shirts manufactured and sold by him with the world “Emerald” in 
the following forms: 
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The defendant’s father, Jacob A. Karr, EMERALD 


had been in the business of manufacturing 

shirts in Philadelphia from 1888 to 1905. The 

defendant, his father, and another witness E-MERALD 
testified that shortly after the elder Karr be- 

gan to manufacture shirts, and until he went out of business, he 
used the word “Emerald” as one of the brands upon his shirts. The 
defendant, I. Joseph Karr, was not the successor to his father’s 
business, and, if Jacob Karr did so use the brand, he ceased to use 
it in 1905, eight years before the defendant began its use. There 
was no production in evidence of any such brand. The defendant 
has, since the registration of the plaintiff’s mark on January 21, 
1913, been engaged in the manufacture and in interstate and in- 
trastate sale of shirts under the label “Emerald,” but has not used 
the script lettering since notice of the plaintiff's alleged rights. He 
still has on hand, however, labels containing the script lettering and 
uses the block type of lettering under notice to the plaintiff that he 
does so without prejudice to his rights to resume the use of the 
script lettering. 

There is no direct evidence of any confusion of goods, except 
from the testimony of Mr. Steppacher and Mr. Brooker that they 
were at first deceived by the similarity of the defendant’s brand to 
that of the plaintiff. There is no evidence of any loss of sales by 
the plaintiff, nor of the extent to which the defendant has used the 
word “Emerald” in either style of lettering. If the defendant’s 
label is a colorable imitation of the plaintiff’s trade-mark, the plain- 
tiff is entitled to an injunction against its use. It is not necessary 
for. the plaintiff to establish by evidence that any person has ac- 
tually been deceived by the imitation. The question is whether 
there is a liability to deception through the defendant’s use of the 
word “Emerald.” It is not in exact similitude, but the similar form 


of the script lettering, the similar slant of the word, and its general 


appearance, are such that it can be seen at a glance that the defend- 
ant’s label in script would be likely to mislead ordinarily cautious 
purchasers in the ordinary course of purchasing the goods and in- 
duce them to suppose that they were purchasing the “Emery” shirt 
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manufactured by the plaintiff. So long as the defendant confines 
his use of the word “Emerald” to Roman or block type in such form 
as he is at present using, I see no cause to anticipate that any ordi- 
narily cautious purchaser would be likely to be deceived. The only 
similarity, then, would be in the identity of the first four letters in 
the word “Emerald” with those in the word “Emery.” The word 
“Emerald,” standing alone, would not suggest the word “Emery’”’ in 
appearance or meaning. It is not necessary to decide whether the 
plaintiff's predecessor’s claim in the statement accompanying the 
registration of a right to use the word “Emery” in any form is well 
founded, for the defendant has not used the word “Emery,” but an 
entirely different and distinct word. So long as he does so and 
does not attempt a colorable imitation of the plaintiff’s trade-mark, 
the plaintiff cannot complain, for it has no monopoly in the use of 
any other word than “Emery,” merely because the first four letters 
of such word are identical with the first four letters in the word 
“Emery.” 

The plaintiff is entitled, therefore, to an injunction restraining 
the defendant from the use of the word “Emerald” in the script form 
in which it has been used by him, or in any form resembling the 
plaintiff’s trade-mark, to an accounting and to an order for the de- 
struction of the offending labels. 

A decree in favor of the plaintiff may be entered accordingly. 


Henry Romeike, INnc., v. ALBERT RomMerkeE & Co., INc. 


(New York Law Journal, January 4, 1917) 





New York Supreme Court 
Special Term, January 3, 1917 


Unrarr Competition—CorporaTe NaAmMEs. 

A corporation cannot use, as part of its name, a family name 
formerly identified with another corporation, when the effect is to cause 
confusion between the two corporations. 


In Equity. On final hearing. Decree for plaintiff. 
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Harry D. Nims, of New York City, for plaintiff. 
Henry L. Schoenhers, of New York City, for defendant. 


Counatan, J.: Plaintiff corporation, on account of unfair com- 
petition, sues to enjoin the defendant corporation from using its 
present corporate name. The parties to the action are engaged in 
the press clipping business. The plaintiff corporation was organ- 
ized under the name “Henry Romeike” in the year 1900. It is the 
successor of the business originally founded by Henry Romeike in 
the year 1884, and its employees number about 75 people. In the 
evidence are letters written to the plaintiff under the following dif- 
ferent names: “Henry Romeike Press Clipping Bureau,” “Romeike, 
Inc.,” ‘““Romeike, Inc. (Press Clipping Bureau), ““Romeike Newspa- 
per Clipping Bureau,’ “Romeike News Clipping Bureau,” “Romeike, 
Inc.,” “Romeike Clipping Bureau,” “Messrs. Romeike & Co.,” 
‘“Romeike Newspaper Clipping Bureau,” ““Romeike Press Clipping 
Service,” ““Romeike Clipping Bureau” and “Henry Romeike, Esq.” 
After the death of Henry Romeike, in 1903, Albert Reube became 
president of the plaintiff company, and he was the executive head 
thereof until May, 1916, when he, with Albert Romeike and an- 
other, organized the defendant under the corporate name of Albert 
Romeike & Co., Inc. Albert Reube is now the ruling spirit of the 
defendant corporation. Albert Romeike owns one share of the de- 
fendant’s stock, while Edna J. Seiss, another incorporator, owns 
thirty-eight shares, and it apparently bases its rights in equity to 
use Albert Romeike’s name as its corporate name on the fact that 
he is a stockholder of the defendant company. There is sufficient 
evidence in the case to show that there has been confusion in the 
use of the respective names of the parties to the action, and that the 
defendant is not striving to build up a business distinct from that 
of the plaintiff under a distinctive name, but is seeking to identify 
itself as far as possible with the name “Romeike.” In a word, it 
is appropriating the reputation and good will of the press clipping 
business, which for many years has been identified with the plaintiff. 
It is undoubted that a person doing business under his own name 
has a natural right to the use of his family name. No person, how- 
ever, named “Romeike’” is a defendant in this case. Albert 
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Romeike is not a party to the suit. The defendant is a corporation, 
and a corporation has no natural right to adopt with impunity any 
name it chooses. In selecting a corporate name it must have regard 
(1) to the rights of those who are occupied in the business field in 
which it proposes to enter, and (2) it must adopt a name which will 
not cause it to be confused with its competitors (J. & P. Coats v. 
John Coats Thread Co., 135 Fed., 177; Metropolitan Tel. & Tel. 
Co. v. Metropolitan Tel. & Tel. Co., 156 A. D., 583 [3 T. M. Rep. 
221|; World’s Dispensary Medical Ass’n v. Robert Pierce, 203 N. 
Y., 419 [2 T. M. Rep. 23]; Higgins Co. v. Higgins Soap Co., 144 
N. Y., 462; Material Men’s Mercantile Ass’n v. N. Y. Material 
Men’s Ass’n, 155 N. Y. Supp., 706 [6 T. M. Rep. 46]. In the case 
of J. & P. Coats v. John Coats Thread Co. (supra) the court stated: 
“It is well established by the authorities that a corporation has not 
the right to use the name of one of its incorporators for the purpose 
of unfair competition with an older dealer when it is likely to do him 
injury, and it will not be permitted to use that name if it is the 
name by which the older article is usually called for and described.” 
The rule is well stated in the case of Metropolitan Tel. & Tel. Co. 
v. Metropolitan Tel. & Tel. Co. (supra): “It is of no moment that 
defendants are not at present competing for business with either of 
the corporations plaintiff. Injunctions to prevent the misappropria- 
tion of established corporate names are not limited to business cor- 
porations. They have been issued to protect the use of the name of a 
fraternal benevolent society (B. P. O. Elks v. Improved B. P. O. 
Elks, 205 N. Y., 459 [2 T. M. Rep. 360], a patriotic society (Society 
of 1812 v. Society of 1812, 46 App. Div., 568) and a charitable so- 
ciety (Salvation Army in U. S. v. American Salvation Army, 135 id., 
268). As was pointed out by the Court of Appeals in the case first 
above cited, the public policy of the state, as evidenced by its stat- 
utes and the decisions of the courts, forbids the use of misleading 
names by corporation of any character.” In the case of World’s 
Dispensary Medical Ass’n v. Robert Pierce (supra) it was stated as 
follows: ‘“The defendant has a right to use his name. The plain- 
tiff has a right to have the defendant use it in such a way as will not 
injure his business or mislead the public. When there is such a con- 
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flict of right it is the duty of the court so to regulate the using of his 
name by the defendant that, due protection to the plaintiff being af- 
forded, there will be as little injury to him as possible. Defendant 
should so use his name in connection with his remedies that he will 
obviate deception, and with an explanation which will inform or be a 
notice to the public that these remedies are not those of the plaintiff.” 
That a corporation has no more right to create confusion in the use 
of its name, by reason of the fact that the name is the family name 
of one of its incorporators, is shown by the case of Higgins v. Hig- 
gins (supra): “The sole test of liability is whether the act done, 
either in organizing the defendant or in the prosecution of its busi- 
ness subsequently, invaded any right of the prior corporation or 
exceeded the boundaries of fair competition. On the other hand, 
we think it is equally clear that the defendant derives no additional 
immunity from the fact that the name of ‘Higgins’ in its corporate 
name was that of one or more of its incorporators, or that Charles 
S. Higgins or any one of that name might engage in the soap busi- 
ness under the family name, or that Charles S. Higgins or the other 
incorporators of the same name had consented to its use.” Finally, 
it was recently held in the case of Material Men’s Mercantile Ass’n 
v. New York Material Men’s Mercantile Ass’n (supra) as follows: 


‘Where one in the exercise of a natural right engaged in a line of 


business in which another by the same name is conducting business, 


he is required to so regulate the use of his own name as not to con- 
fuse his business with that previously established, and manifestly a 
court of equity should, and does, intervene more freely where the 
question arises largely with the similarity of corporate names, in 
which there is no necessity for the competitor to copy the name of 
the old company or to select one quite similar thereto.” I 
am satisfied that it was not necessary for the plaintiff to show the 
defendant’s wrongful intent or to show actual instances of decep- 
tion. In the case of the German-American Button Co. v. Heyms- 
feld, Inc. (170 App. Div., 416 [6 T. M. Rep. 87]) it was said: “If 
the defendants are sincere in their protestations that they seek no 
adventitious advantage from the use of a name so closely resembling 
the plaintiff’s, they should have no difficulty in adopting one which 
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will obviate any probability of confusion.” It is immaterial in this 
case that in some instances applicants for press clipping service were 
not in fact deceived, because they were acting on behalf of the 
plaintiff for the purpose of securing positive proof of the defendant's 
willingness, when opportunity presented itself, to palm off its serv- 
ice as that of the plaintiffs (Standard Paint Co. v. Rubberoid, 224 
Fed., 697 [5 T. M. Rep. 206]). On the whole case I am of opinion 
that the plaintiff is entitled to the issuance of an injunction for- 
bidding the defendant corporation from using its present corporate 
name. 

Decision and judgment to be settled on notice. 


Scranton Stove Works v. CiARK, ET AL. 
(99 Atl. Rep., 170) 


Pennsylvania Supreme Court 
July 1, 1916 






1. TrapE-Marks—INFRINGEMENT—W HAT CONSTITUTES. 
The test of trade-mark infringement is the deception of tie public, 
which does not necessarily include a showing of fraudulent intent. 
2. Trape-Marks—INFRINGEMENT—INJUNCTION. 

Although defendant, upon the discovery some ten months prior to 
the commencement of the suit that the plaintiff was investigating its 
business methods, ceased to infringe plaintiff’s trade-marks, equitable 
relief in the form of an injunction will not be denied plaintiff, espe- 
cially in view of defendant’s lack of good faith. 





On appeal from a decree awarding an injunction. Modified 
and affirmed. 








G. J. Clark, of Wilkes-Barre, for appellants. 
R. W. Archbald, of Scranton, W. N. Reynolds, Jr., of Wilkes- 
Barre, and Walton Pennewill, of Philadelphia, for ap- 
pellee. 


Before Potter, Stewart, Moscuzisker, Frazer and WALLING, 
a. 


Frazer, J.: Plaintiff corporation is engaged in the manu- 
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facture of stoves and ranges in the city of Scranton and for a period 
of many years has manufactured and sold stoves of a certain design 
in connection with which it has used the name “Dockash,’ Wyo- 
ming Dockash,”’ and other trade-names, all of them having been 
registered as trade-marks and continuously used by plaintiff in con- 
nection with the manufacture and sale of its wares. The names 
are stamped in full on the stoves and ranges in plain letters, but 
abbreviated on certain smaller parts. 

In 1905 defendants purchased the property of the Luzerne 
Manufacturing Company and continued to conduct the business as 
copartners under that name. A large proportion of the firm’s busi- 
ness consisted in casting and selling repair parts for the various 
makes and styles of stoves used in that region. On these parts ap- 
peared the identification marks contained on the genuine parts as 
manufactured by plaintiff, while other patterns were without marks. 
Plaintiff’s bilt is to restrain defendants from using its trade-marks 
and prevent them from selling repair parts on the representation 
that they were of plaintiff's manufacture. The court below entered 
a decree enjoining defendants and their agents and employees from 
selling or offering for sale parts of stoves or ranges manufactured 
and sold by plaintiff bearing the marks belonging to the latter, and 
also from selling or furnishing, in response to requests for repair 
parts, any part not manufactured by plaintiff, whether containing 
its trade-mark or not, without distinctly informing the purchaser 
that such parts are not of plaintiff's manufacture. From the decree 
so entered, defendants appealed. 

Appellants lay particular stress on the contention that the al- 
legations of the bill are not broad enough to cover the decree in so 
far as it relates to the abbreviations of trade-marks and unfair trade 
competition, and, as there was no evidence that defendants used the 
full trade-marks, the decree was improperly entered. An examina- 
tion of the bill convinces us this view cannot be sustained. The 
third paragraph avers plaintiff in the manufacture of stoves and 
ranges has stamped its trade-marks thereon and has placed ‘“‘ab- 
breviations of the said trade-marks * * * on the various parts 
of the stoves and ranges.” The same paragraph then avers that 
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by reason of the long-continued use by plaintiff “the same have be- 
come widely known to dealers and the public generally, and are 
associated in their minds with the said stoves and ranges and the 
parts thereof manufactured by complainant.” The fifth paragraph 
avers defendants with intent to injure plaintiff’s business and ‘“‘to 
unfairly secure part of its established trade’? manufactured large 
quantities of parts of stoves so like corresponding parts manu- 
factured by plaintiff as to be indistinguishable therefrom, which 
they are selling upon the false representation that they were 
manufactured by plaintiff. These averments are ample to 
cover both infringement of trade-marks and unfair competition 
by acts tending to deceive the public, and thereby substitute 
defendants’ goods for the products of plaintiff. Although it is not 
alleged the abbreviations used on the smaller parts of the stoves and 
ranges were themselves registered as trade-marks, there can be no 
doubt these abbreviations were effective as a means of identifying the 
articles and products of plaintiff’s works, and that defendants’ use 
of them, in casting duplicate parts, was calculated to deceive the 
ordinary purchaser into believing they were manufactured by plain- 
tiff. 

To constitute an infringement of a trade-mark a literal copy 
is not necessary. The test is whether the label or mark is calcu 
lated to deceive the public and lead them to suppose they are pur- 
chasing an article manufactured by a person other than the one 
offering it for sale. (Pratt’s Appeal, 117 Pa. 401, 11 Atl. 878, 2 
Am. St. Rep. 676). The same principles apply to unfair trade com- 
petition. “The general rule is that anything done by a rival in the 
same business by imitation or otherwise, designed or calculated to 
mislead the public in the belief that in buying the product offered 
by him for sale, they were buying the product of another’s manu- 
facture, would be in fraud on that other’s rights, and would afford 
just ground for equitable interference.” (Juan F. Portuondo Cigar 
Mfg. Co. v. Vincente Cigar Mfg. Co., 222 Pa. 116, 132, 70 Atl. 968, 
973). <A fraudulent intent in such cases need not always be shown. 
“There are two classes of cases involving judicial interference with 


the use of names: First where the intent is to get an unfair and 
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fraudulent share of another’s business; and, second, where the ef- 
fect of defendant’s action, irrespective of his intent, is to produce 
confusion in the public mind and consequent loss to the complainant. 
In both cases courts of equity administer relief without regard to 
the existence of a technical trade-mark.” (American Clay Mfg. 
Co. v. American Clay Mfg. Co, 198 Pa. 189, 193, 47 Atl. 936, quoted 
in Suburban Press v. Philadelphia Suburban Publishing Co., 227 
Pa. 148, 75 Atl. 1037). Tested by these principles the bill in the 
present case is sufficiently broad to warrant the relief asked for, con- 
sequently it becomes unnecessary to decide whether the use of the 
abbreviations should be regarded as a technical infringement of 
plaintiff’s trade-mark. 

A consideration of the findings of the court below and the evi- 
dence in the case shows a clear violation of plaintiff's rights by de- 
fendants. A purchaser who came to defendants’ store to buy a 
“Dockash” water front, for example, was given a corresponding 
part manufactured by defendants and bearing the same marks or 
initials used by plaintiff. Beyond dispute this general practice con- 
tinued for a considerable time, and during the year 1912 plaintiff 
sent a number of its agents, at various times, to purchase parts from 
defendants for the purpose of procuring evidence against them. 
While it is true, in making out bills, there was a statement that the 
pieces were sold “‘to fit” the particular make of stove specified and 
defendants’ bill heads contained a stipulation that they did not 
“guarantee all repairs invoiced below to be original and no attempt 
is made to deceive the purchaser, and they are sold with that under- 
standing,” and that “if not originals we do not represent them to be 
made by others than ourselves,” yet the manner of sale and use of 
the mark, were both calculated to deceive the purchaser and induce 
him to believe he was securing genuine parts manufactured by 
plaintiff. 

In March, 1913, on discovering plaintiff was investigating their 
method of doing business and that proceedings would probably be 


instituted against them, defendants ceased manufacturing castings 


with plaintiff’s mark on them and thereafter removed the imprints 
or letters from such parts in the process of making up the moulds. 
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The method used by defendants in imitating the various pieces was 
to take a genuine part manufactured by plaintiff and use it as a pat- 
tern to make an impression in sand, thus forming a mould into which 
molten iron was poured to make the casting. In this manner the 
design on the original article was reproduced on the copy. The re- 
moval of plaintiff’s mark on the part was accomplished by “‘smooth- 
ing down” the imprint in the sand made by the lettering before pour- 
ing the molten iron into the mould. 

Defendants, in their answer, aver that since March, 1913, no 
parts bearing plaintiff's marks or abbreviations have been manufac- 
tured or sold by them, and that they have no intention of manufac- 
turing or selling in the future parts on which plaintiff's trade-marks 
or abbreviations appear. The present bill was filed January 8, 
1914, about ten months subsequent to the time defendants say they 
ceased using plaintiff's marks, and they now contend no occasion 
exists for the entry of a decree or injunction restraining them from 
doing something they have ceased to do and disclaim an intention of 
doing in the future. 

To sustain them in this position defendants rely on several fed- 
eral court cases. In one of which (Dodge Manufacturing Co. v. 
Sewall & Day Cordage Co. [C. C.| 142 Fed. 288) the use of plain- 
tiff’s trade-mark had been immediately discontinued on request. In 
Ferguson-McKinney Dry Goods Co. v. J. A. Scriven Co., (165 Fed. 
655, 91 C. C. A. 491), more than two years had elapsed between the 
discontinuance of the use of plaintiff's trade-mark and the filing of 
the bill. In Van Raalt v. Schneck ((C. C.] 159 Fed. 248) defend- 
ant in good faith believed himself to be entitled to the use of the 
mark in question, and, upon an adverse decision by the patent of- 
fice, promptly filed a disclaimer and executed a release submitted to 
him by plaintiff’s attorneys and ceased absolutely to use the symbol. 

On the other hand, in Clark Thread Co. v. William Clark Co., 
(55 N. J. Eq. 658, 37 Atl. 599), it was held, where defendant ad- 
mitted infringement at the time the bill was filed, the mere as- 
sertion that he would thereafter refrain from such act, was not 2 
sufficient reason for refusing an injunction. And in Thomas G. 


Plant v. May Mercantile Co. ({C. C.] 153 Fed. 229), it was held the 
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mere fact that defendant ceased to use plaintiff's mark before suit 
was brought, was not sufficient to defeat an injunction where it ap- 
peared defendant continued its use after notice to desist and con- 
tested the suit brought to compel him to do so. The court followed 
the earlier case of Hutchinson v. Blumberg (({C. C.] 51 Fed. 829, 
831), where it was said: 

“If the proof had shown that the defendant, at once, on being notified 
of his infringement, had, in good faith, abandoned the use of complainants’ 
trade-mark, his conduct in that respect might be considered by the court in 
fixing the terms of the decree. But the record shows that the defendant 
has contested every step of the case. He has put the complainants to the 
expense of proving every fact necessary to establish their right to the use 
of the trade-mark in question, and also of the fact of his (defendant’s) 
infringement, and even, only a very few days before the case was brought 


on for final hearing, put in additional proof upon the point of complainants’ 
right to the use of the word and symbol ‘star.’ ” 


This question was before the Superior Court of this state in 
E. T. Fraim Lock Co. v. Shimer (43 Pa. Super. Ct. 221), and it was 
there held the fact that defendant was without knowledge of plain- 
tiff’s prior appropriation of a trade-mark, and discontinued its use 
as soon as notified of its previous adoption by plaintiff, was not suf- 
ficient reason for refusing an injunction and dismissing the bill 
where defendant in his answer denied plaintiff's exclusive right and 
gave no intimation of an intention not to resume its use in the 
future. 

In the present case defendants’ answer denies they have been 
selling parts manufactured by them by using plaintiff's trade-marks 
and also that they have represented the parts so made to be the 
product of plaintiff’s manufacture, or that they have deceived or in- 
tended to deceive any person for the purpose of unfairly securing 
any part of plaintiff's trade. They have, also, contested the case 
and offered evidence in support of their answer, and while they aver, 
in the sixth paragraph, that, since March, 1913, none of the prod- 
ucts of their manufacture contains letters or abbreviations used by 
plaintiff and that they have no intention of again affixing such let- 
ters or abbreviations to parts manufactured in the future, it appears 
from the testimony, however, they have not acted in such good faith 
as the foregoing averments and the argument of their counsel would 
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seem to indicate. A witness for plaintiff testified to having visited 
defendants’ place of business several years before this proceeding 
was begun with a view of inducing them to abandon the practice of 
manufacturing duplicate parts of plaintiff's stoves, and as a result 
of the visit secured a promise that the practice would be discon- 
tinued. The promise was not kept; one of defendants admitting 
they continued making the castings, notwithstanding their assur- 
ance not to do so. The practice was in fact pursued until March, 
1913, and was then discontinued for the apparent reason that new 
investigations were being made by plaintiff, and that the latter had 
been gathering evidence against defendants for some time. A prom- 
ise given under such circumstances, especially in view of the de- 
fense made to the bill, and the denial of infringement on plaintiff's 
trade-marks, does not indicate sufficient good faith to warrant the 
court in withholding the remedy to which plaintiff is entitled. 

We deem it unnecessary to consider whether defendants, in 
making their own parts by removing the plaintiff's lettering in the 
sand moulds before making the castings, have violated the act of 
April 24, 1905 (P. L. 302), which makes it unlawful for any person 
or firm to remove a trade-mark or other device from merchandise 
for the purpose of using such merchandise as a pattern for re- 
producing the same, as this question is not clearly included in the 
allegations of the bill. 

The decree entered by the court below is too broad, however. 
The first part restrains defendants “from selling or offering for sale 
any repair parts of stoves or ranges manufactured and sold by 
plaintiff, bearing any of the plaintiff's marks or indicia thereon.” 
To this extent the decree is proper and sufficient to prevent defend- 
ants from selling repair parts by representing them to be manufac- 
tured by plaintiff. The remainder of the decree restraining defend- 
ants from selling, in response to inquiries, parts not made by plain- 
tiff, whether they have or have not on them marks used by plaintiffs, 
without informing the purchaser they are not of plaintiff’s manu- 
facture, unnecessarily restricts defendants in the legitimate conduct 
of their business. There is no question of violation of patent rights 
involved in this case. Consequently it is not lawful for defendants 
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to imitate, and manufacture and sell as their own, an article manu- 
factured by plaintiff. Only by virtue of complainant’s rights under 
its trade-mark, and the rules of law relating to unfair competition, 
has plaintiff the right to control the business of defendants. So 
long therefore as defendants manufacture and sell the plain cast- 
ings without marks, except their own, and without attempting to dis- 
pose of the article as a part manufactured by plaintiff, the latter 
has no cause to complain. 


The decree of the lower court is modified, and it is ordered and 
decreed that an injunction issue, enjoining and restraining the de- 
fendants, John B. Clark and H. Cora Clark, his wife, trading and 
doing business as the Luzerne Manufacturing Company, their 
agents, clerks, servants, workmen, and employees, and every one of 


them, from selling, or offering for sale, repair parts of stoves or 
ranges bearing any of plaintiff's marks or indicia thereon, unless 
manufactured by plaintiff and purchased by defendants for purpose 
of resale. 


As so modified, the decree of the lower court is affirmed. 


[Nore: The law with respect to the manufacture and sale of repair 
parts has been thoroughly settled in earlier decisions of the courts. In 
Deering Harvester Co. v. Whitman & Barnes Mfg. (91 Fed. Rep., 376) 
the circuit court of appeals held that the manufacture of parts for har- 
vesting machines was open to all and that anyone might apply thereto the 
same system of letters and numbers as was used by the original manufac- 
turer, provided the purchasing public was not misled as to the origin of the 
repair parts. In Edison Mfg. Co. v. Gladstone (58 Atl. Rep., 391) a former 
employee commenced to manufacture storage battery plates in exact imita- 
tion of the shape and style of the plaintiff’s article. Since the plates were 
not the subject of a patent, it was conceded that anyone might manufacture 
them, but the defendant was required to so mark his plates as to prevent 
confusion. In Enterprise Mfg. Co. v. Bender (148 Fed. Rep., 313) the 
circuit court ordered the defendant to mark all parts manufactured by him 
in such a way as to show clearly that they were not made by the original 
manufacturer. The package containing the repair parts did bear the name 
of the manufacturer but this was held to be insufficient. This was reversed 
on appeal to the circuit court of appeals (Bender v. The Enterprise Mfg. 
Co., 156 Fed. Rep., 641) the court holding that 

“There was no actual deception charged in this case nor any attempt 
at proof of any made. The only unfair trade was inferential or con- 
structive. The present case goes on the assumption that unmarked re- 
pair parts are to be taken as made by the makers of the machine, the 
original patentees, and this although the makers marked their repair parts. 
We think a safer assumption would be, in view of the established trade in 
repair parts, that unmarked repair parts are to be taken as not made by 
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the makers of the machine or original patentees, but by others. It is not 
to be inferred that they are made by the makers of the machines unless so 
marked. The mere making and selling of repair parts for a well-known 
machine by other than the makers would, therefore, not be regarded as an 
act of unfair trade, unless they were put out as the goods of the original 
patentee. The patents having long since expired, the manufacture of meat 
choppers and all their parts are now open to all. To require every repair 
part, however small, to be branded with the name of the maker would 
tend, it seems to us, to stifle competition in the manufacture and sale of 
repair parts, and put an unnecessary burden upon a large and important 
branch of trade.” 

In Flagg Mfg. Co. v. Holway (178 Mass. 83) the court ordered the 
defendant to cease selling a musical instrument which copied the peculiar 
shape and arrangement of plaintiffs, unless clearly marked to show origin 
of manufacture. In Neostyle Mfg. Co. v. Ellams Duplicator Co. (21 
R. P. C., 185), the plaintiff manufactured duplicating machines and acces- 
sories therefor under the trade-mark “Neostyle.” The defendant sold ink, 
paper and stationery for use on the “Neostyle” machine, some of the ink 
being sold as “Neostyle” ink. The court held that the defendant might 
use the word, so long as it did not represent its goods, as those of the 
plaintiff, since without the use of the word, it would be impossible to de- 
scribe the goods. In Moline Plow Co. v. Omaha Iron Store Co. (6 T. M. 
Rep., 553) the circuit court of appeals held that the manufacture of repair 
parts for plows is permissible, provided the name of the manufacturers 
appears thereon in such a way as to prevent any possibility of confusion. 
The private stock marks of the original manufacturer, denoting style and 
quality, may be used where confusion of source is avoidable.] 
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ConsuMERS CoMPANY v. Hyprox CHemicat CoMPpANY 


District of Columbia Court of Appeals 
April 7, 1913 






1. Trape-Marxs—TitTLE—CRrEATION. 
A trade-mark is not acquired by the invention or discovery of a 
word or symbol, or by advertisement. It becomes a trade-mark only 
by attaching or affixing it to certain articles of merchandise. 
2. Trape-Marxs—Goops or THE SAME Descriprive Properties. 
Peroxide of hydrogen is not of the same descriptive properties as 
distilled and carbonated waters, birch beer, ginger ale, lemon soda, root 
beer and sarsaparilla. 


On appeal from a decision of the Commissioner of Patents. 
Affirmed. 

For the decision of the Commissioner of Patents, see 2 T. M. 
Rep., 433. 
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Mr. L. S. Bacon, Mr. Joseph H. Milans, and Mr. James R. 
Offield for the appellant. 
Mr. Ernest Hopkinson and Mr. Edward W. Vail, Jr., for the 


appellee. 


Sueparp, C. J.: Appeal from a decision of the commissioner 
of patents, dismissing an opposition by the Consumers Company to 
the registration of a trade-mark, applied for by the Hydrox Chemi- 
cal Company. 

January 7, 1910, the Hydrox Chemical Company applied for 
the registration of ‘““Hydrox’’ as a trade-mark for peroxide of hy- 
drogen. The mark having been allowed for publication, the Con- 
sumers Company filed an opposition thereto. 

The opposition alleges that a predecessor under whom it de- 
rives title coined a fanciful word, ““Hydrox,”’ January 1, 1892, as a 
trade-mark for distilled and carbonated waters, and applied the same 
to bottles, boxes, and other forms of containers for said waters. Said 
word was the only name or mark used to designate its said products, 
and large sums of money were expended in advertising and popu- 
larizing said mark as a symbol of purity for its said products. The 
mark is the distinguishing trade-mark for the products of the op- 
ponent, and has been used as a trade-mark for distilled and car- 
bonated waters and allied products from January 1, 1892, to pres- 
ent date. 

Distilled water being the basis of many other products, op- 
ponent added new products which would naturally come within the 
same class. Those named are “Hydrox’’ beverages, such as birch 
beer, ginger ale, lemon soda, root beer, and sarsaparilla, in 1898; 
metal coolers for holding Hydrox water and artificial ice in 1906; 
‘“Hydrox” ice cream in 1910; peroxide of hydrogen in 1908, under 
the trade-mark, ‘““Hydrox.” Peroxide of Hydrogen would naturally . 
come within the line of articles manufactured by opponent, as the 
basis of such product is substantially 96 per cent distilled water. 
The opposition was demurred to by the Hydrox Chemical Company, 
and this appeal is from a decision sustaining the same. 

It appears from the opposition that “hydrox’”’ is a word coined 
by the opponent January 1, 1892, and was then adopted and used 
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by it as a trade-mark for distilled and carbonated waters. This was 
extended to birch beer, and other “soft drinks” in 1898. It was ex- 
tended to nothing else prior to the use as a trade-mark by the Hy- 
drox Chemical Company, July 19, 1905, for peroxide of hydrogen. 

It is settled law in this court, that a trade-mark is not acquired 
by the invention or discovery of a word or symbol, or by advertise- 
ment. It only becomes a trade-mark by attaching or affixing it to 
certain articles of merchandise. (Battle Creek Sanitarium Co. v. 
Fuller, 30 App. D. C. 411-416; Illinois Match Co. v. Broomall, 34 
App. D. C. 427-429; Hump Hairpin Co. v. DeLong Hook & Eye 
Co., 39 App. D. C. 484-489 [3 T. M. Rep. 238]). The trade-mark 
so acquired does not apply to other articles not of the same descrip- 
tive properties. The question is whether peroxide of hydrogen is a 
product of the same descriptive properties as distilled and carbon- 
ated waters and the beverages before mentioned. Does it belong to 
the same class of goods? 

Peroxide of hydrogen is a pharmaceutical preparation; its use 
is as a disinfectant. The products of the opponent are for use as 
beverages. The fact that the peroxide may consist of 96 per cent 
distilled water does not bring it within the class of goods manu- 
factured and sold by the opponent; nor is it a preparation that 
would reasonably come within the natural expansion of opponent’s 
business. Many other pharmaceutical preparations contain large 
percentages of distilled water. 

The opposition does not show that the opponent would sustain 
any legal damage by the registration of ‘““Hydrox” as a trade-mark 
for peroxide of hydrogen; and the commissioner was right in dis- 
missing the opposition. 

Without discussing the question further, it is sufficient to refer 
to the following cases for the principle controlling this case: Muralo 
Co. v. National Lead Co. (36 App. D. C. 541-543 [1 T. M. Rep. 
50]); Johnson Educator Food Co. v. Smith (37 App. D. C. 107 [2 
T. M. Rep. 90]); Hump Hairpin Co. v. DeLong Hook & Eye Co. 
(39 App. D. C. 484-488 [3 T. M. Rep. 238]). 

The decision is affirmed; and this decision will be certified to 
the commissioner of patents. 





HERZ V. LOWENSTEIN 


Herz v. LowENSTEIN 


District of Columbia Court of Appeals 
April 7, 1913 


TradE-Marks—CaNncCELLATION—STRUCTURAL FEATURE OF GooDs. 
An inherent element in the manufacture of a wrapper for tooth 
picks may not be a valid trade-mark for the tooth picks, and the 
registration of such a mark was properly cancelled. 


On appeal from a decision of the commissioner of patents. Af- 
firmed. 

For the decision of the commissioner of patents, see 3 T. M. 
Rep., 111. 


Mr. Lucius E. Varney and Mr, Frederick L. Emery for the 
appellant. 
Mr. Robert B. Killgore for the respondent. 


Van Orspe.tt, J.: This is an appeal from the Commissioner 
of Patents sustaining the petition of Max Lowenstein, appellee, for 
the cancellation of a trade-mark for toothpicks issued to Alexander 
Herz, appellant, April 27, 1909. 

Appellant is a manufacturer of quill toothpicks, which he puts 
up in individual paper wrappers in tubular form, which are sealed 
up by passing the ends of the wrappers between the peripheries of 
two wheels with corrugated faces. This process of sealing the 
packages produces a corrugated embossing on the ends of the wrap- 
pers, which constitutes the trade-mark of appellant. 

The mark is not placed upon the toothpicks, but is produced 
as the result of a distinct method of sealing the wrappers. The 
corrugated ends are a part of the manufactured wrappers, and not 
subject to registration as an arbitrary mark. If this method of 
making wrappers is not anticipated, and serves a useful purpose, it 
could be patented as an invention, and others prevented for a limited 


time from using it. A trade-mark registration, however, would give 
appellant a perpetual monopoly. The trade-mark act cannot be 


used as an avenue to escape the limitations of the patent law. 








32 SEVEN TRADE-MARK REPORTER 


The rule forbidding the registration of a mark which is an in- 
herent element in the manufacture of the article on which it is used 
is well expressed in Hoyt v. Hoyt, (143 Pa. 623, 13 L. R. A. 343, 
Am. St. Rep. 575, 22 Atl. 755) as follows: 


“But the trade-mark must relate to and distinguish the goods to which 
it is applied. For this reason, among others, the size or shape or mode 
of construction of a box, barrel, bottle, or package in which goods may be 
put is not a trade-mark. If there is any new and useful combination in 
the construction of such box or package, it should be patented as an in 
vention, if the owner wishes to prevent others from using it; but such 
package cannot be registered as a trade-mark.” 


The decision of the commissioner of patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 


In Re Motz Tire & Rupper CoMPANy 
District of Columbia Court of Appeals 
May 26, 1913 


1. TrapE-Marks—ReEpresENTATION OF Goops—DeEscrIPTIVENESS. 

A trade-mark for non-metallic electric vehicle tires consisting of a 
perspective view of a clincher rim with the tire thereon above the word 
“Cushion,” and below it a view of a portion of an automobile wheel, 
passing over an obstruction, so as to depress the tire, is a descriptive 
representation of the goods and was properly refused registration. 

2, Trape-MarKs—DIscLaimer. 

A trade-mark which has been refused registration because it is 
merely a descriptive representation of the goods cannot be made regis 
trable by a disclaimer of the descriptive features of the mark when 
nothing remains but a mere skeleton of the real mark. 


On appeal from a decision of the Commissioner of Patents. Af- 
firmed. : 


For the decision of the Commissioner of Patents, see 4 T. 
Rep., 128. 


Mr. Clarence E. Humphrey and Mr. T. K. Bryant, for the ap 
pellant. 
Mr. Robert F. Whitehead, for the Commissioner of Patents. 


Ross, J.: This is an appeal from a decision of the Commis 
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sioner of Patents refusing registration of an alleged trade-mark 
for “non-metallic electric vehicle tires.” 

The drawing accompanying the application shows a perspec- 
tive view of a clincher rim with a tire thereon, and across the end of 
a portion of the tire the word “Cushion,” and just below a perspec- 
tive view of a portion of an automobile wheel with a tire thereon. 
In the latter view the wheel is shown as passing over. an obstruction, 
the tire being depressed thereby. Between the two views is the word 
“Trade-mark.” It was this mark that the president of the appli- 
cant company, the Motz Tire & Rubber Company, swore was its 
trade-mark. The patent office declining to register the mark thus de- 
scribed, an amendment was filed with the following description: 
“The mark consists of perspective views of a portion of a clincher 
rim positioned above one-half of a wheel having a similar rim 
thereon, an obstruction upon the ground being shown, while an ar- 
row indicates the direction in which the wheel is traveling.”” The 
amended application also contains the following: ‘No claim being 
made to the descriptive word ‘Cushion’ and the representation of the 
tire, the arrow, the obstruction, and the ground.” 

That the mark which the record discloses the applicant adopted 
and used is descriptive, and hence non-registrable, is too plain to 
admit of argument. Realizing this, the applicant now seeks to 
register a mark which the record fails to show it has ever used. The 
patent office was therefore quite right in declining to register this 
fictitious mark, this mere skeleton of the real mark. Moreover, we 
agree with the commissioner that the representation of a rim for a 
tire, with a tire thereon, even though the tire be disclaimed, is not 
registrable as a trade-mark, for the reason that no manufacturer 
should be prevented from representing to the public the manner in 
which his goods are used. 

The decision is affirmed. 








| The United States Trade-Mark 
Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country ; 


Owns the largest library of trade-mark literature in the United 
States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
question of trade-mark protection ; 


Has proposed and passed legislation of inestimable value to 


trade-mark property, both in the United States and in foreign 
countries. 
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